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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of Claims 1-8 in the reply filed on July 26, 2007 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Priority 

2. Applicant's claim to priority to applications JP P2002-098454 of April 1 , 2003, JP 
P2003-285009 of August 1, 2003, and JP P2004-026572 is acknowledged. Certified 
copies of the documents have been received. 

Information Disclosure Statement 

3. The Information Disclosure Statement filed March 16, 2007 has been considered. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Chemical formula 1 is not clearly defined so as one having 
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ordinary skill in the art at the time the invention was made would understand what the 
formula of RF1 , RF2, RF3 or RF4 would be. The claim defines the "number of fluorine 
or carbon " as "from 1 to 12, respectively". It is unclear what this means. Based on the 
specification, the examiner will interpret RF to be C n F2n+i, for example CF 3 (see pages 
4, 42, 56, 57, 60 and Tables 1-9). 

Claim Interpretation 

6. The product-by-process limitations of claim 4 are not given patentable weight 
since the courts have held that patentability is based on a product itself, even if the prior 
art product is made by a different process (see In re Thorpe . 227 USPQ 964, (CAFC 
1985), In re Brown . 173 USPQ 685 (CCPA 1972), and In re Marosi . 218 USPQ 289, 
292-293 (CAFC 1983)). See below. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-4 and 6-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sonoda et al. (US 2002/0028389). 
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Sonoda et al. teach a non-aqueous electrolyte for use in an electrochemical 
device such as a lithium battery (abstract, [0001]). As for claim 1, it is well known to 
those having ordinary skill in the art that a lithium battery contains a cathode, an anode 
and an electrolyte. 

The electrolyte of Sonoda et al. contains a solute represented by formula (1): 
MBR 1 R 2 R 3 R 4 (abstract, [0010]). R 1 , R 2 , R 3 and R 4 may be represented by C n F 2n+ i or 
C m F 2 m + iS0 2 ([0011]). Additionally, since formula (1) is in solution in the electrolyte, it 
can be considered as its cation and anion: M + (BR 1 R 2 R 3 R 4 )" ([0019]). 

A specific example of the material represented by formula (1) includes LiB(CF 3 )4 
([0012]), which is identical to the material disclosed in the instant specification (see 
paragraph 5, above). 

As for claim 2, Sonoda et al. disclose that the negative active material is lithium 
or material capable of absorbing and desorbing lithium ([0043]). 

As for claim 3, examples of the negative material include carbon materials, TiS 2 , 
and alkali metals such as silicon ([0044]). 

With regard to claim 4, Sonoda et al. teach that the anode consists of the 
material coated onto the surface of a current collector ([0042]). Since this matches the 
structure of the instant claim, the method by which it was formed is not given patentable 
weight (see paragraph 6, above). 

Regarding claims 6-8, the electrolyte of Sonoda et al. may also include additional 
anions such as one or a mixture of PF 6 ", BF 4 ", CI0 4 ", AsF 6 " or N(CF 3 S0 2 ) 2 " ([0068]). 

Claim Rejections ■ 35 USC § 103 
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9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sonoda 
etal. 

The teachings of Sonoda et al. as discussed above are incorporated herein. 

Sonoda et al. teach the battery of claim 1 but fail to teach that the moisture 
content in the electrolyte is 100 ppm or less at a mass ratio in relation to the electrolyte. 

Sonoda et al. teach that too much moisture in the electrolyte causes it to 
decompose ([0004]). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to find the lowest tolerable amount of moisture in the electrolyte to 
prevent decomposition, since it has been held that discovering an optimum value of a 
result effective variable involves only routine skill in the art. MPEP 2144.05 (II B). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alix Elizabeth Echelmeyer whose telephone number is 
571-272-1101. The examiner can normally be reached on Mon-Fri 7-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Susy N. Tsang-Foster can be reached on 571-272-1293. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Alix Elizabeth Echelmeyer 

Examiner 
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